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Qpi ni on by Bucher, Adm nistrative Trademark Judge:

Zena Rommett and Cami |l e Ronmett Romanovi ch, joint
applicants, seek registration on the Principal Register for
the mark FLOOR- BARRE for “Educational services, nanely,

instruction in the ballet field,”*in Int. Cass 41.

! Application Serial No. 75/494,451 was filed on June 1,

1998, based upon applicants’ claimof use in comrerce since at

| east as early as 1962. According to the application papers, the
word “barre” is translated fromthe French as “bar.” The Ofice
granted applicants’ petition to make this application “special”
in light of applicants’ notification to conpetitors of specific
and repeated instances of infringenment of their FLOOR-BARRE marKk.
Applicants al so claimownership of Reg. No. 1,698,079 for the
mark ROWETT FLOOR- BARRE TECHNI QUE for the sanme recited
services (“educational services; nanely, instruction in the
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Appl i cants have asserted throughout that the mark they seek
to register is inherently distinctive. However, in the
alternative, they claim pursuant to Section 2(f) of the
Trademark Act, that the designation FLOOR- BARRE has
acquired distinctiveness as a source indicator in light of
Ms. Rommett’s use of this termfor nore than forty years.

The Trademark Exam ning Attorney initially refused
regi stration on the basis that the term FLOOR- BARRE was
nerely descriptive of the recited services, but since the
second O fice action has held that the termis generic for
the recited services. Wen this refusal was nmade fi nal
applicants appealed to this Board. Applicants and the
Exam ning Attorney filed briefs, but applicants did not
request an oral hearing.

It has been repeatedly stated that “determ ning
whether a mark is generic ...involves a two-step inquiry:
First, what is the genus of goods or services at issue?
Second, is the termsought to be registered or retained on
the regi ster understood by the relevant public primarily to

refer to that genus of goods or services?” H_ Mirvin Gnn

v. International Association of Fire Chiefs, 782 F.2d 987,

228 USPQ 528, 530 (Fed. Cir. 1986). O course, in a

ballet field”), in which registration Ms. Ronmett disclained the
word “TECHNI QUE' apart fromthe nmark as shown.

-2 -
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proceedi ng such as this, the genus of services at issue are
the services set forth in the recitation of services in the

application itself. Magic VWnd Inc. v. RDB Inc., 940 F. 2d

638, 19 USP2d 1551, 1552 (Fed. G r. 1991) [“Thus, a proper
genericness inquiry focuses on the description of services
set forth in [the application or] certificate of
registration.”].

Moreover, the burden rests with the Trademark
Exam ning Attorney to establish that the mark sought to be
registered is generic for the services as recited in the

application. Inre Merrill Lynch, 828 F.2d 1567, 4 USPQd

1141, 1143 (Fed. Cr. 1997). It is incunbent upon the
Trademar k Exam ning Attorney to nake a “substantial show ng
...that the matter is in fact generic.” Indeed, this
substantial show ng “nust be based on cl ear evidence of

generic use.” Merrill Lynch, 4 USPQ2d at 1143. Thus, it

i s beyond dispute that “a strong showi ng is required when

the Ofice seeks to establish that a termis generic.” |In

re K-T Zoe Furniture Inc., 16 F.3d 390, 29 USPQ2d 1787,

1788 (Fed. Cir. 1994). Moreover, any doubt whatsoever on
the i ssue of genericness nmust be resolved in favor of the

applicants. In re Waverly Inc., 27 USPQ2d 1620, 1624 (TTAB

1993) .
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The record in this case is quite massive. |In support
of his contention that FLOOR-BARRE is generic, the
Trademar k Exam ni ng Attorney has made of record a | arge
nunber of excerpts of articles fromthe LEXI S/ NEXI S
dat abase? as well as printouts of Internet webpages.® The
time period for these excerpts and articles that we have
consi dered spans from 1983 to 2000. However, nost of these
excerpts and articles are fromthe 1990’ s.

Some of the LEXIS/NEXI S excerpts were retrieved nerely

because the word “floor” imedi ately preceded (or was in

2 The first search of LEXI S/NEXI S on Septenber 24, 1998
garnered thirty-eight stories while a second search of
LEXI S/ NEXI S on April 14, 1999 found forty-six stories (of which
only eight were new hits). The Trademark Exam ning Attorney
conducted a third search of LEXIS/ NEXIS during February 2000, but
the Ofice action of February 24, 2000 added only two new stories
to the record, for a total of forty-eight news stories fromthe
LEXI S/ NEXI S dat abase, all displayed using the “kwi c¢” format.
3 The Trademark Exami ning Attorney perforned a nunber of
different searches of the Internet. He retrieved 188 hits with
an Alta Vista search of the term*“floor barre” on Septenber 23,
1998, of which the summaries of only the first ten were pl aced
into the record. O these ten summaries, the first four referred
to Dance cl asses at the San Franci sco Dance Center with Beth
Abrans — a dance instructor trained and |icensed by applicant,
Ms. Zena Rommett.

Then the Trademark Exanining Attorney performed a second
Alta Vista search of the term“floor-barre” (in this search,
usi ng a hyphen) on April 14, 1999. This tinme he retrieved 213
hits, of which the first three hits directly referred to
applicants. Nonethel ess, the Tradenark Exam ni ng Attorney
sel ected random websites from beyond the first page of summary
hits for inclusion in the record.

The Trademark Exam ning Attorney perforned another |nternet
search during February 2000, and sel ected webpage printouts were
attached to the O fice action of February 24, 2000.
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close proximty to) the word “barre.” Fromthe context of
these articles, it is clean that a “barre” (bar) is a

hori zontal rail fixed to the wall of a dance studio. These
hits denonstrate that along with mrrors, both the “floor”
and “barre(s)” are critical conponents of a dance studio:

The studio features a raised floor, barres
and mrrors... *

.. would want to be on sone kind of wood
floor.”

The barre: Ballet classes
traditionally start here. You want a
sturdy wai st high barre to hold onto for
support while you work ...

[ GRAPHI C. ...Jane Green | eads a ball et
class at the Jewi sh Community Center, where
the studio has a wood floor, barre and
mrror, three inportant things to | ook
for .]°

“While | was teaching wwth them | was never
happy with the facilities. There were not
proper floors, barres and mrrors,” she
said. “I felt the children should have an
opportunity for excellence, not only in

| essons, but in the .°¢

...fields, with the aid of equipnment ranging
froma state-of-the-art voice | aboratory to
a performance eval uation studio conplete

Wi th sprung floor, barres and mrrors.

G oup or individual counseling is avail able

As requested by applicants, we have not considered the
additional hits placed into the record as a result of the
Tradenar k Exam ning Attorney’s HOT BOT search of June 2002.

4 St. Louis Post-Dispatch, Septenber 17, 1998 [#1 of Thirty-
ei ght LEXI S/ NEXI S stories (Septenber 24, 1998)]

° The Cincinnati Enquirer, March 6, 1998 [#3 of Thirty-eight
LEXIS/NEXI S stories (Septenber 24, 1998)]

6 Bal ti nore Jewi sh Tines, August 6, 1993 [#22 of Thirty-eight
LEXIS/NEXI' S stories (Septenber 24, 1998)]

- 5 -
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for conditions |ike career stress, stage
fright and depression.’

* Exercise Cl asses — The aerobics room was
wel | designed: spacious, a quality wood
floor, “barres” at various |evels, mats,
mrrors and |ight exercise equipnent.?

...equi pped with a voice | ab, a soundproof
recordi ng booth and a perfornmance-eval uation
unit with piano, dance floor, barre and
mrrored walls. Staff includes a speech

pat hol ogi st trained in opera and the

ort hopedi ¢ consultant to the New York City ..°

...a voice lab with a soundproof recording
boot h and a perfornmance-eval uation unit with
pi ano, sprung dance floor, barre, and
mrrored walls. The staff, literally
conversant in the arts, includes a speech
pat hol ogi st trained in opera and the

ort hopedic ..1°

...other kind of dance flooring? If it’s not
specifically a dance studio, is dancing
al l oned on those nice wood floors? Are
there barres, good mrrors, piano, plenty of
tabl es and chairs, rehearsal furniture,
record player, tape recorder? ...
...drinking fountains, and two uni sex
bat hroons, a very confy | ounge is provided
with lots of big, fluffy pillows on the
carpeted floor and barres to stretch out on...
Studio 1 is fairly large ...with good
mrrors, a decent enough dance fl oor,
barres, plenty of natural light, and a
formerly red-painted piano that John has

! Back Stage, March 15, 1991 [#28 of Thirty-eight LEXI S/ NEXI S
stories (Septenber 24, 1998)]

8 The San Franci sco Chronicle, March 26, 1990 [#29 of Thirty-
ei ght LEXI S/ NEXI S stories (Septenber 24, 1998)]

o The San Di ego Uni on-Tri bune, January 16, 1989 [#30 of
Thirty-eight LEXIS/NEXIS stories (Septenber 24, 1998)]

10 Medi cal World News, Decenmber 12, 1988 [#31 of Thirty-eight
LEXIS/NEXI S stories (Septenber 24, 1998)]

-6 -
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restored to its original burled oak
magni fi cence ..

...soundpr oof booth, sophisticated fiber-
optic equi pment to exam ne vocal chords and
a lab with a springwod dance floor and
barre. The clinic has a piano, mrrors and
a video canera to observe dancers and

musi cians at work, and it offers free..’?

...Leningrad, not the National Ballet Theatre
in Toronto, not Julliard in New York. In
terms of the space, the floors, barres,
mrrors, and lights, this is the best.!

In sone of the LEXIS/NEXI S stories, the discussions
were not about an actual dance studio at all, but were
merely citations to faux affectations placed in other
architectural settings that are nerely rem niscent of a
dance st udi o:

...Levines to add a |ine of dance |eotards
for Martha G aham wannabes. The stores even

have a snmall dance floor, barre and mrror .

...I'n a skylighted atrium there are a
portabl e dance floor, barres and mrrors..’®

..The turbines and generator that once filled
t he buil ding have given way to dance fl oors,

1 Back Stage, Septenmber 18, 1987, Septenber 19, 1986, and
Sept enber 13, 1985 (These all share the sanme by-line. The 1986
and 1987 articles seemto be verbati mmatches, though changed
slightly fromthe original article of 1985.) [#32, #36 and #37 of
Thirty-eight LEXIS/ NEXIS stories (Septenber 24, 1998)]

12 Los Angeles Tines, (UPl), February 22, 1987 [#33, #34 and
35 of Thirty-eight LEXIS/ NEXI S stories (Septenber 24, 1998)]

B The Christian Science Mnitor, Decenber 29, 1983 [#38 of
Thirty-eight LEXIS/NEXIS stories (Septenber 24, 1998)]

14 St. Petersburg Tines, January 17, 1993 [#24 of Thirty-eight
LEXIS/NEXI' S stories (Septenber 24, 1998)]

» St. Petersburg Tines, August 14, 1992 [#25 of Thirty-ei ght
LEXIS/NEXI S stories (Septenber 24, 1998)]

-7 -
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barres, pianos and sound systens — though
one generator, neatly painted in blue, does
remai n as a renenbrance of things past.?
“...1t’s also about the connection between
the foot and the floor.”
The barre was originally meant for
dance practice. Instead, photographs and
pai ntings |lean against it. “That's so they
can be easily noved .mY
And in the category of “irrelevant hits,” we note one
entry that can be tied to the town of Barre, Massachusetts:

... Hanson noved slowy through the first
floor of the Barre Town Hall Saturday..®

In response to the continued refusal s'® to register
based upon Section 2(e)(1) of the Act, applicants have been
quite forthright in submtting for the Trademark Exam ni ng
Attorney’s inspection |large anmounts of literature
descri bi ng applicants’ FLOOR-BARRE instruction in the field
of ballet.

For exanple, the record shows that Zena Ronmett is
recogni zed as a pioneer in dance rehabilitation and injury
prevention. Mre than forty years ago, Ms. Ronmett began

to devel op a system of exercises that progress froma

16 Ol ando Sentinel Tribune, April 26, 1992 [#26 of Thirty-
ei ght LEXI S/ NEXI S stories (Septenber 24, 1998)]

1 The New York Tines, June 20, 1991 [#27 of Thirty-eight
LEXIS/NEXI' S stories (Septenber 24, 1998)]

18 Worcester Tel egraph & Gazette, Novenber 16, 1998 [#7 of
Forty-six LEXIS/NEXI S stories (April 14, 1999)]

19 The sanme Trademar k Exam ning Attorney consistently refused
registration in Ofice actions dated Septenber 24, 1998, April
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supine to a standing position. Wile relaxing, her

met hodol ogi es produce significant results for strengthening
t he deep abdom nal and back nuscles. Oten described as
the “Zena Rommett Fl oor-Barre Techni que®, "% she and her
accredited students continue to provide instruction in this
techni que at many different universities, conpanies and
dance studios around the United States. Training in her
net hods is al so made possible through a nunber of videos
avail able on the web.? M. Romett herself continues to
provi de instruction through “STEPS on Broadway” as well as
t hrough her own “Zena Romrett Dance Association.” Her
students i ncl ude non-dancers seeki ng body conditioni ng and
physi cal rehabilitation. Her instruction during a workout
focuses on fine-tuning novenent, managi ng turnout,

achi eving bal ance, control and alignnent so that the dancer
(or other athlete) devel ops beautiful |ines, snooth

transitions and a fluidity of novenent.?

15, 1999, February 24, 2000, August 15, 2000, May 16, 2001 and
June 12, 2002.

20 For exanple, see Reg. No. 1,698, 079.

21 http://ww. fl oor-barre.org/, “Zena Ronmett: Floor-Barre
Technique |I,” Z. R D A Ltd. ©1991; and “Zena Romrett: Fl oor-
Barre Technique I1,” Z RD. A Ltd. ©1997.

22 Dance Magazi ne, Decenber 1997; Brochure entitled “Zena
Ronmett Dance Association, Ltd., Founded 1968"; New York Dance
Fax, June 1997; Footnotes: A Menoir by Tommy Tune;

Whodst ockTi mes, March 6, 1997; The New York Post, “Dance noves
barre none,” COctober 25, 1995; The Village Voi ce, Novenber 20,
1978; Attitude — The Dancers' Magazine, Spring 1993, and
http://ww.fl oor-barre.org/.
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As seen fromthe excerpts placed into this record,
dancers often warmup for a dance class with traditional
ball et “barre exercises.” Applicants’ technique takes
t hese sane novenents but has the dancer executing these
barre exercises while lying on the floor. Hence, even
Wi t hout exam ning current usage, one mght fairly conclude
that when ballet exercises traditionally done at the barre
are executed on one’s back on the floor, the term?*®fl oor-
barre exercises” mght be found, at the very least, to be
suggestive (rather than arbitrary) in origin.?

One of the Dance Magazine articles that applicants

pl aced into the record (also one of the articles excerpted
by the Trademark Exam ning Attorney) begins as foll ows:
ZENA MOMVETT FLOOR BARRE TECHNI QUE

ACCORDI NG TO A STUDY CONDUCTED BY ARI ZONA STATE
UNI VERSI TY, | NJURED DANCERS OR THOSE W TH MALADAPTI VE
MOVEMENTS RELY MORE ON DANCER- ORI ENTED THERAPI ES THAT
| NVOLVE CORRECTI VE AND REHABI LI TATI VE SESSI ONS THAN ON
CONVENTI ONAL PHYSI CAL THERAPY.  ONE OF THESE
ALTERNATI VES — THE ZENA ROWETT FLOOR- BARRE TECHNI QUE™
— HAS BEEN RECOWWENDED BY THE MEDI CAL AND DANCE
PROFESSI ONS FOR OVER FORTY YEARS

“What | do,” says Zena Rommett, “is
define, refine, and fine-tune novenents so
that they can be perforned nore correctly
and easily. The nuscl es becone | engt hened
and strengthened, and energy is not
di ssipated but directed. It all conmes from
the basics taught in a pure manner.”

= viz., contrast this with Pilates term nol ogy. See
di scussion at pp. 18 - 19, infra.

- 10 -
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As inpossible to describe as a dance
cl ass, Rommett’s sessions descend, but are
not borrowed, fromone of the first fl oor-
barre therapi sts, Russian born Boris
Kni aseff (1900-75), whose innovation becane
known wor| dwi de. Her nethod is uni que and
i s based upon her professional dance
background and experience as a teacher at
Joffrey’s Anerican Ballet Center, the
conpany’s school in New York Cty. The
founding of her own institute in 1968 led to
the creation of her nethod, now known in
Europe and Asia as well, and which is taught
in several Anerican Universities .. #

This article about Ms. Rommett does note a prior
history of floor-barre (also “Barre a terre” or “barre au
sol "2?°) therapies, specifically that of Boris Kniaseff, as
do several other articles |ocated by the Trademark
Exam ni ng Attorney:

.. first encountered the Boris Kniaseff
floor barre as a child in Switzerland. It
was then brought to Paris by Jacqueline
Fynnaert... There is an admtted resenbl ance
to the floor barre system and the
choreographi c work of Daniel Mja.z®

The ultinmate fl oor barre video, Marjorie

Li ebert’s Evolution of the Barre a terre of
Bori s Kni aseff .2

24 Dance Magazi ne, Novenber 1997 [#8 of Thirty-eight
LEXIS/NEXI'S stories (Septenber 24, 1998)] and as attached to
appl i cants’ response of March 22, 1999.

2 http://ww. critical dance. com’ ubb/ For un¥/ HTM./ 000016. ht m

26 Dance Magazi ne, Decenber 1997 [#7 of Thirty-eight

LEXI S/ NEXI S stories (Septenber 24, 1998)], as well as http://ww.
britanni ca. conf bcom magazi ne/ article/print/0,5746, 25852, 00. ht n
in the Trademark Examining Attorney later Internet search.

2 Dance Magazi ne, July 1998, taken by the Exam ni ng Attorney
fromhttp://ww. britanni ca. conf bcon magazi ne/article/print
/0,5744, 56379, 00. ht ni

- 11 -
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ball et tech™
Cl audi a Rudol f Barrett, Director (Ballet
techni que, pointe, variations, repertoire,
kni aseff floor barre) .2
Several other practitioners of “floor barre” in the
United States seemto draw on their own advanced studies
with Boris Kniaseff and his protégés in post-war
Swi tzerl and and France:
Ball et Floor Barre: A VWarm Up and
Condi ti oning Program (1995). A 45-mnute
vi deo by Nicol e Vass. ?°
...Bol shoi Ballet Acadeny in Mdscow. Vail’s
conference and managi ng director, Katherine
Kersten, arranged sessions in Kkinesiology,
fl oor barres, a history of the Bol shoi
Bal | et School and Theater, and cl asses by
G |l bert Mayer of the Paris Opera Ball et
School ..3°
In addition to the information gl eaned fromthe
literature revi ewed above, we exam ne the other usages of
the term “Floor-Barre” found by the Trademark Exam ning
Attorney. As noted by applicants, these fall into several
di stinct categories.
This application was nade speci al because applicants

al l eged that conpetitors were infringing this mark. One

exhi bit supporting this petition was a cease-and- desi st

28 http://hone. fuse. net/ballettech/staff.htm

2 http://ww. bigstar.com ...htm Via New Zeal and-born Lucette
Al dous of the Australian Ball et

http://ww.critical dance. com ubb/ For unmv/ HTML/ 000016. ht m

30 Dance Magazi ne, Decenber 1994 [#21 of Thirty-eight
LEXIS/NEXI'S stories (Septenber 24, 1998)]

- 12 -
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letter dated July 14, 1998, sent from applicants’ previous
counsel, David S. Kashman, to Panela Pribisco and her
enpl oyer, Wiite Cloud Studios. This was based on a
covenant not to conpete as well as a violation of
applicants’ rights in their clained service mark. It is
then of sone interest that Ms. Pribisco’ s nane surfaced
several tines in the searches conducted by the Trademark
Exam ni ng Attorney:
In addition to technique and repertory
cl asses, participants will also study floor
barre wth Pam Pri bisco .3
Karen Danzler: ...Karen also studies the
Pilates technique with Jessica Fadem fl oor
barre with Panmela Pribisco ..%
On the other end of the spectrum applicants have
consistently pointed out that sone of these LEXI S/ NEXI S

stories (in addition to the Novenber 1997 article from

Dance Magazi ne quoted above), explicitly refer to Ms.

Ronmmett, for exanple:

At STEPS, instructor Lonne Mretton showers
his students with corrections. He asks if |
have taken the Romrett fl oor-barre before
and places ne in the mddle of the room so

| " munder his constant surveillance.

...prize also included a round-trip flight
for her and her husband, Steven, on Anerican

31 http://ww.jacobspill ow org/edu. htm

32 Htt p: // ww. i sador aduncan. or g/ About Lori / Kar en/ karen. ht
33 The Vill age Voi ce, February 2, 1999 [#2 of Forty-six
LEXIS/NEXI'S stories (April 14, 1999)]

- 13 -
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Airlines; a Zena Rommett floor barre cl ass
at Broadway Dance Center .3

Many peopl e — professional dancers and

amat eurs, teenagers and 70-year-olds — swear
by his five-norning-a-week floor barre class
at Geen Street. A nethod he | earned from
New York teacher Zena Rommett, the fl oor
barre is rooted in the traditional ballet
barre exercises, but perforned while |ying
on the floor.%*

STEPS on Broadway offers dance cl asses for
all levels. Wthin this diverse

prof essionally based program students may
select classes in Ballet, Jazz, Mdern,
Modern Jazz, Floor Barre, Tap, Theater
Dance, Tango, Fl anmenco, Ballroom Hi p-Hop,
Irish Step Dance, and Dance Exerci se.

Wor kshops in voice and audition techni ques,
as well as master classes wth guest
instructors, are offered throughout the
year . 3¢

In a related category, applicants have al so argued
strenuously that sone of these LEXIS/ NEXI S stories and
webpages taken from various Internet searches involve
accredited students of Ms. Rommett who are now certified
instructors, teaching the nmethods she has devel oped, and
perform ng such services under outstanding |icensing
arrangenents with applicants. In their responses to Ofice

actions, applicants have identified a nunber of these

34 Dance Magazi ne, Novenber 1998 [#8 of Forty-six LEXI S/ NEXI S
stories (April 14, 1999)] [NB to self: success of warning
letter!]

35 The Boston d obe, January 16, 1998 [#4 of Thirty-eight
LEXIS/NEXI'S stories (Septenber 24, 1998)]

36 htt p: / / ww. dancenewyor k. or g/ School s/ school s. ht m

- 14 -
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approved uses. Moreover, in recent years, Ms. Rommett has

been enphasi zi ng such training and quality control

measur es®:

Contra Costa Ballet. July 3-August 12.
Pointe, Variations, Floor Barre, Stretch,
Character, Repertoire. Ages: 12-109.
Tuition: $625. Rom And bd: $900. Apply
by April 15.38

Broadway Dance Center offers a very diverse
range of styles within all disciplines —
Bal | et, Jazz, Tap, Mddern, and Theater
dance. They al so have Floor Barre, Yoga,
Stretch, Tunmbling, and African cl asses.
They wel cone all |evels, basic through
advanced. *

Bet h Abrans’ Dance C asses: Floor Barre /
Jazz Dance O asses for Adults and Teens

The Fl oor Barre / Jazz Dance cl asses
conbi ne a one-and-a half hour floor barre
class with a hone hour jazz dance cl ass.
Both cl asses can be taken as a unit for the
best dance deal in town. Floor barre may be
taken separately fro those wi shing a shorter
class. Jazz dance students nuch attend the
fl oor barre cl ass.

The Fl oor Barre draws from ball et,
nodern, yoga, Feldenkrais, and Pilates and
provi des a | engthening, stretch-y and
vigorous warmup with a strong enphasis on
breat he and alignnment and is suitable for
bot h begi nning and experienced dancers, as
well as injury recovery, pregnancy and ol der
dancers..°

37 “Zena Rommett Fl oor-Barre Techni que CERTI FI CATI ON:
of Teaching — Application Form” Exhibit 2 attached to March 2,

1999 response.
38 Dance Magazi ne, January 1995 [#20 of Thirty-eight

LEXIS/NEXI' S stories (Septenber 24, 1998)]
39 htt p: / / ww. dancenewyor k. or g/ School s/ school s. ht m

40 http://ww. j ps. net/ grupo/ New@0Pages/ cl ass. ht ni

- 15 -
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CLASS| C CLASSES 3: ...Learn the fanmous Finis
[ Jhung] Fl oor Barre .4

Fury Gold ...received her ballet training
under many of the great master teachers
including ...Finis Jhung ...Ms. Gold is
currently the only person in the area

i ncorporating the principles of the ballet
floor barre into her classes.*

STEPS On Broadway:

Bal | et, nodern, jazz, theater dance, tap,
nodern jazz, floor barre, hip-hop, flanenco,
Irish step dance, tango, sw ng, dance

exerci se, pointe, voice, workshops and

mast er cl asses

Br oadway Dance Center:

Jazz, ballet, tap, floor barre, nodern,
theatre, yoga, stretch, voice, fitness .%

Applicants al so point out that, even anong those
usages where Zena Rommett’s nanme does not appear in
conjunction with “Floor-Barre,” it is often used in
gquotation marks, with capital letters or phrased in a way
t hat denonstrates the users recognize this term as
sonmet hing other than sinply a generic designation*:

...tap, tot tunbling, pre-ballet, classical
ballet, jazz, tap, and nodern dance, to

4l www. manhat t andancepr oj ect . con bal | et dynam cs/fj vi deos. ht n
42 Htt p: // ww. t hedancef act ory. net/t chr bi ogol d. ht ni
43 http://ww. rja-ads. conidancedirectory/ Interestingly, on a

website that touts itself as “the best listing of dance schools
on the Wb,” “STEPS On Broadway” (Ms. Ronmett) and “Broadway
Dance Center” (Beth Abrams) are the only two schools having a
“floor barre” listing.

a4 Cf. Plyboo Anerica Inc. v. Smith & Fong Co., 51 USPQ2d 1633
(TTAB 1999) [In deternining placenent on the conti nuum of
distinctiveness of marks, it is relevant that articles and
webpages often set off the involved termin quotation marks or by

capitalizing the first letter(s) of the terni.
- 16 -
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i nclude fitness cl asses call ed “Fl oor
Barre. "%

... bl ack-and-whi te photos of |ithe NYCB
dancers perform ng the exercises, outlines
an extensive stretching programthat
incorporates a “floor barre,” which mmcs
ballet’s barre exercises but is perforned
| yi ng down..¢

Jam son tries to start her day with a
chapter of the Bible and a “floor barre,” or
a series of dance exercises on the floor.*

...Cl asses begin with a nice, slow warmup
focusing on “floor barre” barre exercises
done while laying flat on the back, for |ow
i npact stretches..?®

...wor kout begins with floor exercises —
abdom nal strengtheni ng and warm ups for

|l egs and hips in a hybrid of ballet, “floor
barre” and body scul pting. Then standing,
the class does a series of knee bends, |eg
stretches, kicks, and finally a bit of
choreography from ..%°

Spotlight: Professional Dancer G ves
Students Her Owmn Twi st on Body and Ball et
Karen WIlianmson was bound to becone a
ballerina ...WIIlianson's nethod focuses on
exercises (she refers to themas the floor
barre) that teach her students where their
bones bel ong and how to achi eve proper

al i gnnment. She al so hel ps many prof essi onal
dancers overcone injuries. ..WIllianson is
now teaching two levels of ballet, as well

45 Sar asota Heral d-Tri bune, August 3, 1998 [#2 of Thirty-
eight LEXIS/NEXI S stories (Septenber 24, 1998)]

46 Chi cago Tribune, May 25, 1997 [#11 of Thirty-eight

LEXI S/ NEXI S stories (Septenber 24, 1998)]

47 The Seattle Tinmes, February 7, 1999 [#1 of Forty-six

LEXI S/NEXI S stories (April 14, 1999)]

48 San Antoni 0 Express News, January 24, 1999 [#3 of Forty-six
LEXIS/NEXI'S stories (April 14, 1999)]

49 The Chronicle of Hi gher Education, October 29, 1999 [#3 of

Thirty-five LEXIS/NEXIS stories (~February 24, 2000)]
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as nodern dance, jazz and dance history. She
al so has plans for witing a book on the
fl oor barre.®°

Fl oor Barre — A series of stretches and
exercises designed for flexibility and
strength. Floor Barre is a nust for the
serious dancer.

Applicants al so point out that sone of the LEXI S/ NEXI S
stories and webpages denonstrate that, contrary to the
position of the Trademark Exami ning Attorney, “Floor-Barre”
is not synonynmous with floor exercises associated with
ball et inasnmuch as it is grouped with other floor exercises
for dancers, such as “Pilates”:

...Meanwhil e, | was getting physical therapy,
sw nm ng, doing Pilates and fl oor barre .52

Moore al so speaks highly of a systemcalled
Floor Barre. “It’s a systemthat, again, is
on your back, so you don’'t have the pulls of
gravity that can cause you to pull, twst,

or ...

..Al'l 1 can suggest is: do that, but couple
it with a maintenance system— |ike Pil ates,
Fl oor Barre, Feldenkrais or Wite C oud.

Al'l nmuscul ar systens” — which More points
out .=

Vel ocity Dance Center: Strictly Seattle --
A Summer Dance | ntensive

MAT/ FLOOR BARRE wi t h CARY REGAN ...This cl ass
conbi nes her 17 years of teaching the

50 http://ww. csufresno. edu/ uni vrel ati ons/ feature/spotlight/

bal I et. htm

st http://ww. t hedancef actory. net/curclnfp. htmn

52 Dance Magazi ne, May 1996 [#16 of Thirty-eight LEXI S/ NEXI S
stories (Septenber 24, 1998)]

53 Back Stage, March 19, 1993 [#23 of Thirty-eight LEXIS/ NEXI S
stories (Septenber 24, 1998)]
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Pilates Method with her experience as a
trai ned dancer .3

Al fornms of yoga, Pilates, stretching

cl asses, floor-barre classes, stretching
exerci ses on an exercise mat in your hone. %
ball et tech™

Cl audi a Rudol f Barrett, Director (Ballet
techni que, pointe, variations, repertoire,
kni aseff floor barre)...

Jacqui Haas (Fl oor barre based on the

hi storical concepts of J.H Pilates — sumrer
sem nars) ..5®

Beck Center for the Arts: Dance C asses:
FLOOR BARRE: ...Class will include stretch,
rel axation and strengthening with the

i nfluence of Pilates and Q Gong.

O course, we should hasten to point out that on the
ot her side of the argunent put forward by applicants, it is
clear that several of these latter excerpts appear to
include “Pilates” itself as a specie of “floor barre” — not
as an alternative formof floor exercises. By anal ogy,
within the field of floor novenents for dancers, it could
be argued fromthe evidence placed into this record that
several surnanes (e.g., Feldenkrais, Pilates and Kni aseff)
of recogni zed pioneers in this field (e.g., Dr. Msheé

Fel denkrai s, Joseph H Pilates, and J.F. Boris Kniaseff)

have undeni ably retained their strength as source-

54 htt p: // menbers. aol . coni vel oacds/i ndex. ht m

55 Heart & Soul, Decenber 31, 1997 [#6 of Thirty-eight
LEXIS/NEXI'S stories (Septenber 24, 1998)]

56 http://hone. fuse. net/ball ettech/staff.htm

57 Htt p: / / ww. beckcent er. or g/ dance/ ht m
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i ndicators (as does Rommett of Ms. Zena Rommett). These
surnanes, clearly functioning as strong source indicators,
woul d have to be contrasted with the |lack of source-
i ndicating potential for the nore wi dely used descriptors
of ballet exercises that usually follow these very
sur nanes.

Addressing the first part of the G nn genericness
i nqui ry based upon the evidence revi ewed above, we find
that the genus of services at issue in this case is ballet
cl asses where the training exercises are executed on the
floor. W base this finding on the fact that applicants
recite their services this way in the application, i.e.,
“Educational services, nanely, instruction in the ballet
field.” Applicants’ specinens, brochures and literature
| i kewi se refer to applicants’ services in ternms of “floor

exercises.” See H Marvin Gnn Corp., supra, wherein the

court, in identifying the genus of goods at issue, |ooked
to the identification of goods in the registration and to

the fact that others offered simlar goods.*®

58 “Here, G nn’'s registration is of the title of ‘a magazine
directed to the field of fire fighting.” 1In addition to
G nn's publication, the record shows that there are a
nunber of other publications directed to that field. The
cl ass of magazines at issue is, therefore, those directed
tothe field of fire fighting.”

H. Marvin G nn Corp., supra, 228 USPQ at 532
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We turn next to the second part of the G nn

genericness inquiry: whether the matter applicants seek to
regi ster, FLOOR-BARRE, is understood by the rel evant public

primarily to refer to the genus of services at issue, i.e.,
bal | et classes where the training exercises are executed on
the fl oor.

Applicants argue that there are other nanes avail able
to describe ballet classes where the training exercises are
executed on the floor”

No one who wi shes to teach a class involving
fl oor exercises for dancers nust use the
words “Fl oor-Barre” to describe the class.
The ternms “Barre a terre”, % “Floor
Exercises”, “Barre on the Floor”, and
“Horizontal Barre” are all avail able and
used to describe other classes.®

In addition to these theoretical possibilities, we
al so saw above the French expression “barre au sol” for
simlar floor-level ballet techniques.

On the other hand, we note that with applicants’

Cct ober 1999 suggestion of alternative ternms, the only
citation to actual usage of any of these ternms (“Barre a
terre”) was a single Internet citation to a “sanple”

schedul e for a Bachelor of Fine Arts (B.F. A) student at

The Ail ey School / Fordham University dance school. By

59 htt p: // ww. f or dham edu/ BFA/ sanpl esched. ht n
60 Response of Cctober 14, 1999, p. 7.
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contrast, the Trademark Exam ning Attorney found dozens of
exanpl es where the term“floor barre” appears to be used
synonynmously with floor exercises for dancers.

This record contains many instances where the term
“floor barre” appears to be used generically. Applicants
portray these exanples as msuses of their service nmark
whi ch problemthey are attenpting to deal with through
educational efforts and a stepped-up certification program
Moreover, Ms. Rommett declares that she continues to issue
cease-and-desist letters to conpeting organi zations that
use this termw thout indicating that it is a trademark of
Zena Rommett. Nonetheless, it is true, as the Trademark
Exam ning Attorney alleges, that witers in publications®
as well as dance schools in their catal ogues (and ot her
publicity rel eases)® have often used the term“floor barre”
in a seem ngly generic manner:

In Part | of the series on alternative
t herapi es (Novenber), we described a

traditional floor barre. Part Il (Decenber)
descri bed an untraditional formof floor

61 In fairness to applicants, of the forty-eight LEXIS/ NEXI S
stories located by the Trademark Exam ning Attorney that were
taken from newspapers and other publications, as seen from our
revi ew above, only about a dozen cannot be disnissed as
irrelevant hits, uses involving applicants, Ms. Romett’'s
accredi ted students or known infringers, references having

Pl yboo-type set-offs, etc.

62 This general category of uses, as shown fromthe Tradenark
Exam ning Attorney’s various Internet searches, reflects the

| argest single type of uses of the term*®“floor barre” in a
seem ngly generic fashion
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barre. Part 111 describes weight lifting as
a rehabilitative therapy and a val uabl e
enhancenment to any dance program ®

Mel i ssa Bartusch, 13, perforns fl oor
exercises, or floor barre, at the Ball et Met
Dance Acadeny on Mount Vernon Avenue..®

Newconb Col | ege Canpus: Newcom Dance
Program CLASS SCHEDULE: Stretch/yoga-fl oor
barre — Nina Sandot, instructor; 8 — 9:15
AM includes pre-class warmup, basic ballet
principles incorporated into floor barre
(all levels), $50.%

...and follows with a floor barre, which
hel ps strengthen the torso while further
devel opi ng the abdom nal area.

...Prebal let, ballet, pointe, pas de deux,
vari ations, floor barre, character, jazz,
dance history, kinesiology, repertoire
taught in part by a former prima ballerina
of the Bol shoi ..%

...abdom nal s (“The strongest dancer is one
whose dance is nost rooted in the stomach.”
Emi |y Coates asserts. “Mvenent radiates
fromthe center.”), floor barre, ballet
center, and | egs..®®

.Santa Cruz Ballet *97. June-Aug. The
Studio. Ballet, Spanish, Jazz, Floor Barre,

63 Dance Magazi ne, January 1998 [#5 of Thirty-eight
LEXIS/INEXI'S stories (Septenber 24, 1998) and

http://ww. britanni ca.com bconl magazi ne/
article/print/0,5746, 39755, 00. ht m ]

64 The Col unbus Dispatch, July 4, 1997 [#9 of Thirty-eight
LEXI S/ NEXI S stories (Septenber 24, 1998)]

65 The Tinmes Picayune, June 11, 1997 [#10 of Thirty-eight
LEXI S/ NEXI S stories (Septenber 24, 1998)]

66 Newsday, March 31, 1997 [#12 of Thirty-eight LEXI S/ NEXI S
stories (Septenber 24, 1998)]

67 The Cincinnati Enquirer, March 23, 1997 [#13 of Thirty-
ei ght LEXI S/INEXI S stories (Septenber 24, 1998)]

68 The Vill age Voi ce, January 28, 1997 [#14 of Thirty-eight
LEXIS/NEXI'S stories (Septenber 24, 1998)]
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Stretch. Level I-V. Mn. age: 8. Contact
Jean Dunphy...

...Sumrer prograns. June-Aug. Young
Peopl e’ s Program Workshop Seri es,

Schol arship Prograns. Ballet, Mdern, Jazz,
Tap, Floor Barre, Hi p-hop, Flanenco.
Contact: ...

Designed to help adults rejuvenate their
bodi es, the class includes toning exercises,
fl oor barre, and barre and center work.™

The Aug. 5 class wll be preceded by a fl oor
barre techni que class by Vivian Reed and
foll owed by a panel discussion and picnic...™

“...1t was nore work than I thought. W did
fl oor barre and things that strengthen and
stretch the body; for a male it was really
conplicated.” "

W have a pre-professional |evel that trains
for two hours per day mninumw th point[e],
variations, and floor barre six days a week

73

... Tal ks included how to prevent injuries and
staging a performance. Participants al so
took floor barre and ball et technique

cl asses ..7™

69 Dance Magazi ne, January 1997 [#15 of Thirty-eight

LEXI S/ NEXI S stories (Septenber 24, 1998)]. |In a March 1999

decl aration, Ms. Rommett did note that during August 1997 she
advi sed Dance Magazine orally that “*'Floor-Barre’ was a trademark
of Zena Rommett and should not be used in a generic nmanner.”

70 The Pl ain Deal er, Cctober 2, 1995 [#17 and #18 of Thirty-
ei ght LEXI S/INEXI S stories (Septenber 24, 1998)]

e The Atlanta Journal and Constitution, July 27, 1998 [#19 of
Thirty-eight LEXIS/NEXIS stories (Septenber 24, 1998)]

2 The Vill age Voi ce, Decenber 8, 1998 [#4 of Forty-six

LEXI S/NEXI S stories (April 14, 1999)]. Applicants notes
correctly that in cases where the excerpt contains a direct
gquotation, it is difficult to know exactly how the speaker

i ndented to communi cate the usage of the term“Floor-Barre.”

& Ventura County Star, Decenber 5, 1998 [#5 of Forty-six
LEXIS/NEXI'S stories (April 14, 1999)]

74 Fort Lauderdal e Sun Sentinel, Novenber 22, 1998 [#6 of
Forty-six LEXIS/NEXI S stories (April 14, 1999)]
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Anne- Rene Lawton, a 33-year-old yoga and

fl oor barre student helping with the nove,
is just relieved the Dance Space didn't have
to shut its doors pernmanently.™

School of G ncinnati Ballet, Sunmer 1999
Program ...sone of the classes/workshops that
wll be offered during the sumer program
Bal | et, Modern, Jazz, African, pointe,
vari ations, partnering, floor barre,
t heraband strengt heni ng, choreography, dance
hi story, rhythm & nusic, and stage nake-up

76

Rhyt hm & Motion Dance Center: Stretch &
Strength — In this class ...[wje start with a
novi ng and danci ng warmup ...and through
yoga and fl oor barre inspired work,
dynam cal ly open up and strengthen the

body ..7"

An introduction to ballet technique and
creative exploration through ball et
novenents. C ass conbines a floor barre to
begin isolating and strengthening specific
nmuscl e groups ...™

FLOOR BARRE/ MODERN CLASSES. Orts Conpany
dancer and NYC refugee Lucia Zeffirelli

t eaches on-going classes conbining the [J.
Par ker] Copl ey technique with G aham Ball et
and [José] Linodn foundations. C asses neet
from5:30 to 7 p.m Tuesday at the Ots
space, 930 N. Stone Ave. Price is $6 per
class, or $20 for five classes. Call 882-
0195 for information.™

Duke University Dance Program Fall Senester
1999: ...Dance 63(510788) Interned. Mbdern
Dance Il ...Increased conplexity of novenent

& The New York Daily News, July 29, 1999 [#4 of Thirty-five
LEXI S/ NEXI S stories (~February 24, 2000)]

e http://ww. ci nci nnatibal |l et.com school . ht m
” http://ww. r hyt hmandnot i on. coni stretch. ht
8 http://ww. ci . wal nut - creek. ca. us/ caeyout hspri ng99. ht m

& http://ww. weekl ywi re. conf tw 03-23-95/citylist.htn#dance
- 25 -
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sequences and greater enphasis on clarity of
expression and quality of perfornmance.
Prerequisite: Dance 61 or equivalent. One
session per week will be a floor barre,

whi ch focuses on increasing strength,
flexibility, and efficiency of novenent, and
i nprovi ng alignnent. #

City of Foster City, California — Parks and
Recreation

Ballet: Dance to your favorite ballet nusic
i ke the Nutcracker and ot her great ballets.
This class will introduce young dancers to
fl oor barre, barre exercise and center
conbi nati ons..2

Vel cone to ballet tech™

...There are full day workshops in the sunmer
whi ch al so include classes in pas de deux,
ki nesi ol ogy, floor barre, character dance
and dance history..?

Movenent Cl asses at G oundwer x Movenent

Cent er

I ntermedi ate Contenporary Dance: This

ecl ecti c nodern-based dance cl ass focuses on
an enjoyabl e, sane, anatomically sound
approach to novenent. C ass begins with

fl oor barre and conditioni ng exercises .8

Danvill e Ball et Conpany — Spring Session
2000: ...Qur expanded C ass Schedul e
includes: ...-- floor barre .#%

University of Rochester: Dance: Courses of
I nstruction:

275. Contenporary Dance Technique. Credit
— 2 hours. This class ...begins with a

ball et floor barre and draws on the

conpl enentary strengths of ballet and nodern
dance traditions. A strong enphasis is

80 ht t p: / / ww. duke. edu/ web/ dance/fal 1 99. ht m
81 http://ww. fostercity. org/parks/| eisure update/ yout hdance. ht m

82 http://home. fuse. net/ bal |l ettech/ hone. ht m
83 Htt p: // www. as220. or g/ gr oundwer x/ gnt/ cl ass. ht
84 Htt p: // ww. danvi | | ebal | et. org/
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pl aced on devel oping nusicality in
novenent . &

Shawl - Ander son Dance Center: Fl oor
Barre/ Stretch C ass®

Acadeny of Performng Arts: San D ego
County's Leading Studio

APA C asses: ...FLOOR BARRE - Friday, 9 -
10: 30 am Cheryl k Borrego?®

Joy O Motion Dance Center
Mané Rebel o- Pl aut
Ballet, Stretch & Align, Floor Barre®

Dart nout h Col | ege: Hopki ns Center

1999- 2000 O ass Schedul e and Descri ptions
BALLET FUNDAMENTALS: ...Each class has three
sections: floor barre, barre and center
floor. The floor barre prepares the body
for dancing through exercises that devel op
strength, flexibility and proper alignnent.?®

San Ant oni o Dance Acadeny

Jazz ||

Level: Internediate (at |east one year of
Jazz)

Ages: generally nine to el even.

A one-hour class using barre, floor barre

and centre exercises set to popul ar nusic.

Wrk is on technique, rhythm coordination,
flexibility, turns, junps and | earning

chor eogr aphy..®

In order to overcone this type of evidence placed into
the record by the Trademark Exam ning Attorney, applicants

have submtted the affidavits of acconplished dancers who

8 Htt p: // ww. rochest er. edu/ Bul | eti n/ CAS/ Cour ses/ dance. ht m

86 http: //ww. shawl - ander son. or g/ al i gnnent . ht

87 Htt p: / / ww. apast udi os. coni cl asses. ht m

88 Htt p: // ww. j oyof noti on. org/ facul ty/ mane. ht m

89 htt p: // ww. dar t nout h. edu/ ~hop/ Pages/ Dance/ cl ass schedul e
fall 99. ht n

90 http://ww. webgal | eri es. conf sada/jazz2. ht
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have danced for many years (and many of whom have taught
dance) who affirmtheir long famliarity with the term
“Floor-Barre,” each alleging her recognition of the term
“...to identify and distinguish a specific type of ballet
exerci se devel oped by Zena Rommett ..” Their nanes, al ong
wi th the nunber of years each has been danci ng and has been

famliar with the term“Floor-Barre” are shown bel ow

- - Knew of
Affiant Danci ng “Fl oor - Bar r e”

Carol Abizaid > 15 years Si nce 1986
Bar bara Cut ney, Ph.D. 12 years Many years
Lyn Wltshire-Beer Elam 23 years Many years
Lorry May > 30 years Many years
Shel | y Power > 30 years Many years
Lauri e Rabi nova >30 years 21 years
Cl ara Stegenman 45 years 25 years
Debra Zal ki nd > 25 years 25 years

Applicants also argue that it is relevant that neither
the classified tel ephone directory submtted by applicants
nor a listing of barre exercises contains an entry for
“floor-barre.”® On the other hand, we note that this

latter listing also does not contain any of the

= This provides yet another interesting exanple of where

applicants and the Trademark Examining Attorney both cite to
different parts of the same source (here the http://ww. pav. org/
website) to prove their respective points. Here, the applicants
cite to http://ww. pav.org/barcont.htmto show that “floor barre”
is not listed anong the 200 exercises included in “The Barre
Section,” while the Trademark Exam ning Attorney uses

http://ww. pav.org/lines/SFDC. htl to show class listing at the
San Franci sco Dance Center LINES Ballet for floor barre.
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alternative, generic designations applicants suggested
above® for floor exercises for dancers.

In answering the second prong of the Marvin G nn

genericness inquiry as to how FLOOR- BARRE i s understood by
the relevant public, this record reveals a decidedly m xed
bag. Based on this record, we have serious doubts on the

i ssue of genericness. Under our case |law, we nust resolve
t hese doubts in favor of applicants. Accordingly, we are
conpelled to reverse the refusal to register nade by the
Trademar k Exam ning Attorney. It certainly goes w thout
sayi ng that any person or group of persons who can

denonstrate a legitimate interest in the use of FLOOR- BARRE

may file an opposition to this application. Cf. Inr

Merrill Lynch, Pierce, Fenner, and Smth Inc., 828 F.2d

1567, 4 USPQ2d 1141, 1144 (Fed. Gr. 1987).

Appl i cant has argued, should we find this natter not
to be generic, that pursuant to Section 2(f) of the
Trademark Act, we should find that the designation FLOOR-
BARRE has acquired distinctiveness as a source indicator in
light of Ms. Rommett’s prom nent use of this termfor nore

than forty years.

92 See pp. 20 — 21 supra.
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The Trademark Exam ning Attorney failed to address
applicants’ showi ng of acquired distinctiveness on its
nerits. That is, having taken the position that any
evi dence of acquired distinctiveness is irrelevant for a
generic term the Trademark Exam ning Attorney has done
nothing, in the alternative, to refute this particul ar
showi ng. Wil e acknow edgi ng that many dance school s
W t hout any apparent connections to applicants do appear to
use this termto describe their floor exercises for
dancers, we conclude that applicants have proven acquired
di stinctiveness by a preponderance of the evidence. See

Tone Brothers, Inc. v. Sysco Corp., 28 F.3d 1192, 31 USPQd

1321 (Fed. Cir. 1994) [the party attenpting to establish
| egal protection for its mark has the burden of proving
acquired distinctiveness by a preponderance of the
evidence]. Hence, we find that this application should
proceed to publication for opposition in the Trademark

Oficial Gazette under the provisions of Section 2(f) of

the Tradenark Act.

Decision: The refusal to register this mtter as
generic under Section 2(e)(1l) of the Act is hereby

rever sed.



